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DETAILED ACTION 

Election/Restrictions 

1 . Claims 16-21 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected Group II, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 13 February 
2008. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the axially running 
edges of the piezo stack which form an at least six-sided polygon must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-5, 8-12 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fitzner (DE1 971 5487). 

5. Considering claim 1 , Fitzner (Figure 3) teaches a piezo actuator, in particular a 
piezo actuator for actuating an injector for an injection system of an internal combustion 
engine (paragraph 2), comprising a holder for spatially fixing a piezo stack (1) and two 
associated connection pins (3) for electrical contacting of the piezo stack, wherein the 
holder is implemented as an individual mount for accommodating and holding only a 
single piezo stack with two associated connection pins. 

6. Considering claim 2, Fitzner (Figure 3) teaches wherein the holder has an edge 
guard (4) for protecting an axially running edge of the piezo stack. 

7. Considering claim 3, Fitzner (Figure 5) teaches wherein the edge protection has 
at least one axially running rib (13) which covers an axially running edge of the piezo 
stack. 
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8. Considering claim 4, Fitzner (Figure 3) teaches wherein the edge protection (4) 
covers two axially running, opposite edges of the piezo stack. 

9. Considering claim 5, Fitzner teaches wherein between the edge guard and the 
piezo stack there is a gap large enough to allow a potting compound to penetrate during 
encapsulation (paragraph 15). 

1 0. Considering claim 8, Fitzner teaches wherein the connection pins are fixed in the 
holder in a form-fit and/or force-fit manner (paragraph 14). 

1 1 . Considering claim 9, Fitzner (Figure 5) teaches wherein the connection pins (3) 
are extrusion-coated or molded (8) in with the material of the holder. 

12. Considering claim 1 0, Fitzner teaches wherein the holder essentially consists of 
plastic (paragraph 15). 

Considering claim 1 1 , Fitzner (Figure 5) teaches wherein the two connection pins are 
fixed in the holder in two radial bearings (2) in each case. 

1 3. Considering claim 12, Fitzner (Figure 1 ) teaches the two connection pins are 
axially fixed in the holder in a thrust bearing (2) in each case. 

14. Considering claim 1 5, Fitzner teaches wherein the holder with the inserted piezo 
stack and the inserted connection pins is encapsulated with a potting compound 
(paragraph 14). 

Claim Rejections - 35 USC § 103 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

17. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

18. Claims 7 and 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fitzner (DE1 971 5487) and further in view of Mohr (WO 2004004021 ). 

1 9. Considering claim 7, Fitzner does not teach the polygon is essentially equilateral 
in order to allow wire winding with approximately constant wire tension. 

In the same field of endeavor, Mohr teaches wherein the polygon is essentially 
equilateral in order to allow wire winding with approximately constant wire tension (page 
2, paragraph 4) for the benefit of operating the device. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include polygon is essentially equilateral in order to 
allow wire winding with approximately constant wire tension with Fitzner's device for the 
benefit described above. 
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Figure 1 

20. Considering claim 1 3, Mohr (Figure 1 ) teaches wherein the holder has a first end 
plate with a cutout for guiding the piezo stack at one end and a second end plate with a 
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cutout for guiding the piezo stack at its other end, the two end plates being 
interconnected by ribs (6). 

21 . Considering claim 14, Mohr teaches wherein the cutout in the first end plate 
and/or the cutout in the second end plate is larger than the cross-sectional area of the 
piezo stack in order to allow the penetration of potting compound. 

22. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over as Fitzner 
(DE1 971 5487) and in view of Mitarai (PG Pub 20020053860). 

23. Considering claim 6, Fitzner does not teach a six-sided polygon. 

In the same field of endeavor, Mitarai (Figure 8) teaches a six-sided polygon (1 ) 
for the benefit of forming the device. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include a six-sided polygon with Fitzner device for the 
benefit described above. 

Conclusion 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRYAN P. GORDON whose telephone number is 
(571)272-5394. The examiner can normally be reached on Monday-Thursday 8:00- 
5:30, Friday 7:30-4:00. 

25. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Darren Schuberg can be reached on 571-272-2044. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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26. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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